Response under 37 C.F.R. § 1.116 
U.S. Application No. 10/693,928 

REMARKS 

Claims 1-16, all the claims pending in the application, stand rejected. Applicants do not 
believe that any changes to the claims are required, as the claims are patentable for the following 
reasons. 

Unsupported Characterization of Background Art 

As a preliminary matter, Applicants respectfully note that the Examiner has added to each 
of the previously recited rejections the teachings of the Background of the Invention section of 
the application at pages 4-8 and Fig 13. The Examiner has characterized this disclosure as 
"Applicants Admitted Prior Art." Presumably, the Examiner believes this disclosure qualifies as 
statutory prior art under Section 102(a) or Section 102(b), based on an admission by the 
Applicant. 

However, there is no admission by the Applicants that the disclosed structure is statutory 
"prior art" for several reasons. First, the Background of the Invention section that contains the 
disclosure is labeled "Description of the Related Art," not "Prior Art." Second, the relevant text 
refers to the structure as "conventional" (see page 4, line 12). Third, the text describing the 
structure never uses the term "prior art" to characterize the circuit. Fourth, the text expressly 
states at page 8, lines 5 and 6 that "with regard to the present invention, any disclosed document 
of prior art was not found." This is a clear statement that supports a conclusion that the circuit of 
Fig. 13, as disclosed at pages 4-8, is not statutory prior art . 

Indeed, to the best of Applicants knowledge, it is simply an internal design, but at least a 
design that is not prior art under U.S. law. Thus, Applicants submit from the foregoing four 
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factors that, in framing his rejection, the Examiner is relying on a disclosure that is not "prior 
art" and cannot be applied in a rejection of the claim. 

Claim Rejections - 35 U.S.C. § 103 
Claims 1 and 4 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Iijima (2002/0051415) in view of Applicants Admitted Prior Art (AAPA) as stated in the 
Background of the Invention section of the Application. This rejection is traversed for at least 
the following reasons. 

With the exclusion of the AAPA from this rejection, Applicants respectfully rely upon 
their arguments made in the previous amendment for patentability. Clearly the Examiner found 
those arguments convincing, as he did not maintain the rejection but felt he had to add the 
Background of the Invention teachings for support. Further, the Examiner expressly admits that 
Iijima fails to teach a level shift stage that generates the plural fine clocks to be selected by the 
selector. 

Substantively, Applicants also submit that the illustrated level shift stage 22 in Fig. 13 
does not teach or suggest that the stage may be used in the claimed circuit to generate fine clocks 
to be selected by the selector. 

Claims 2, 3 and 6-9 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Iijima and the AAPA as applied to claims 1 and 4, and further in view of Hayashi et al 
(6,493,305). This rejection is traversed for at least the following reasons. 

Again, with the exclusion of the AAPA from this rejection, Applicants respectfully rely 
upon their arguments made in the previous amendment for patentability. 
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Claims 5 and 12 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 

Iijima and AAPA as applied to claim 1 and further in view of Kobayashi et al (5,818,805). 

This rejection is traversed for at least the following reasons. 

Again, with the exclusion of the AAPA from this rejection, Applicants respectfully rely 
upon their arguments made in the previous amendment for patentability. 

Claims 10, 11 and 13-16 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Iijima, AAPA and Hayashi, and further in view of Kobayashi et al (5,818,805). 

Finally, with the exclusion of the AAPA from this rejection, Applicants respectfully rely 
upon their arguments made in the previous amendment for patentability. 

In sum, on the basis of the clarifying amendments previously made, and the failure of the 
prior art to teach all of the limitations of the claims as admitted by the Examiner, and the failure 
of the prior art to teach or suggest the combination of structures in the diverse references, the 
claims should be held patentable. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 
/Alan J. Kasper/ 



SUGHRUE MION, PLLC Alan J. Kasper 

Telephone: (202) 293-7060 Registration No. 25,426 

Facsimile: (202) 293-7860 

W 233 iT 

Date: April 30, 2007 



